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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 





- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 02 August 2004 . 
2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 1 and 7-16 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-6 and 17-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

Q)M Claim(s) 7-16 are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach me nt(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) H Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of informal Patent Application (PTO-152) 

Paper No(s)/Mail Date U- . \ - O 2_ 6) O Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 
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1 . Receipt is acknowledged of the election response filed 
August 02, 2004. 

2. Claims 1-20 are now pending in this application. 

3. Applicant has elected with traverse, Group I, claims 1-6 and 
new claims 17-20. 

In addition, Applicant has elected the combination of (a) and (b). 

Claims 7-16 have been withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to nonelected inventions, there 
being no allowable generic or linking claim. Applicant timely traversed the 
restriction (election) requirement in the reply filed on August 02, 2004. 

The arguments submitted by Applicant have been deemed not to 

be persuasive based on the fact that polymerized products of plant material have 

been known in the prior art as evidenced by the admitted prior art in the 

specification. However, the allegation is further supported by the art rejection of 

the claimed subject matter in this office action. Applicant is entitled to petition the 

restriction requirement based on the record. 

The restriction requirement has been made Final. There will not be 
any rejoinder based on the fact that the Groups listed do not relate to a single 
general inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, 
they lack the same or corresponding special technical features for the following 
reasons: the claimed polymerized product is not new. 

However, if Examiner is in error whether by persuasive arguments 
or by petition or by Board of Patent Appeals, rejoinder will be according to: 

F.P.: Ochiai/Brouwer Rejoinder form paragraph 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a product claim is 
subsequently found allowable, withdrawn process claims that depend from or 
otherwise include all the limitations of the allowable product claim will be 
rejoined in accordance with the provisions of MPEP § 821.04. Process 
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claims that depend from or otherwise include all the limitations of the 
patentable product will be entered as a matter of right if the amendment is 
presented prior to final rejection or allowance, whichever is earlier. 
Amendments submitted after final rejection are governed by 37 CFR 1.116; 
amendments submitted after allowance are governed by 37 CFR 1 .3 12. 

In the event of rejoinder, the requirement for restriction between the 
product claims and the rejoined process claims will be withdrawn, 
and the rejoined process claims will be fully examined for 
patentability in accordance with 37 CFR 1.104. Thus, to be 
allowable, the rejoined claims must meet all criteria for patentability 
including the requirements of 35 U.S.C. 101, 102, 103, and 112. 
Until an elected product claim is found allowable, an otherwise 
proper restriction requirement between product claims and process 
claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowed product claim will not be 
rejoined. See "Guidance on Treatment of Product and Process 
Claims in light of In re Ochiai, In re Brouwer and 35 U.S.C. § 
103(b)," 1184 O.G. 86 (March 26, 1996). Additionally, in order to 
retain the right to rejoinder in accordance with the above policy, 
Applicant is advised that the process claims should be amended 
during prosecution either to maintain dependency on the product 
claims or to otherwise include the limitations of the product claims. 
Failure to do so may result in a loss of the right to rejoinder. 

Further, note that the prohibition against double patenting rejections 
of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP 
§804.01. 



The restriction and election requirements have been made FINAL. 



4. Applicant is reminded that upon the cancellation of claims to 

a non-elected invention, the inventorship must be amended in compliance with 
37 CFR 1 .48(b) if one or more of the currently named inventors is no longer an 
inventor of at least one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a request under 37 CFR 1.48(b) and by 
the fee required under 37 CFR 1.1 7(i). 
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5. The following is a quotation of the first paragraph of 35 

U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 1-6 and 17-20 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

It is considered that the instant written description for claimed product 
subject matter has been deemed to be fatally defective . The claimed products 
per se are drawn to melanins. The specification lacks the structure of the 
claimed melanins. What is the complete structure of at least one of several 
billion possible products? The specification lacks sufficient number of equivalent 
data to satisfy the product per se. Color of melanins has been deemed totally 
deficient to define the structure of the claimed products. 

Absent a structure of the claimed product, an appropriate search 
and examination of the claimed products cannot be made based on the 
monomers or oligomers since there is no definite indication of the structure as to 
the linkages of the monomers for the polymerized products. Products per se are 
searched on the final product(s) and not the monomers employed to obtain the 
final products. 
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Applicant is entitled to go to the Board of Appeals since this Examiner has 
carefully considered the specification in view of the claimed product(s) and there 
is absolutely no way this Examiner will allow the claimed product(s) per se. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 

112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention, 

Claims 1-6 and 17-20 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly 

claim the subject matter which applicant regards as the invention absent the 

structure of the polymerized mixture (a) and (b) to form the melanins as claimed. 

Vague and indefinite as to the final product in light of the specification that totally 

lacks the structure of a sufficient number of polymerized products. It is obvious 

that each mixture will give a totally different product and that the color does not 

define the product(s) per se. 

Please note that the language of the claims must make it clear what 
subject matter the claims encompass to adequately delineate their "metes and 
bounds". The courts have also indicated that before claimed subject matter can 
properly be compared to the prior art, it is essential to know what the claims do in 
fact cover. Claims 1-6 and 1 7-20 fail to comply with the above decisions. 
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7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. ' 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 
102(e)). 

Claims 1-6 and 17-20 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by Kerestes et al, US 6,576,268. 

Kerestes et al teaches the same processes for polymerization of 

the monomers which inherently forms the same melanin products, see columns 

1 1-15 and examples. Since the reference teaches the same processes, the 

following decisions will apply: 

It is well settled that if a reference reasonably teaches a product which is 
identical or substantially identical or are produce by identical or substantially 
identical process, the PTO can require an applicant to prove that the prior art 
products do not inherently possess the characteristics of his claimed product. A 
rationale given for shifting the burden of going forward to applicant is that the PTO 
does not possess the facilities to manufacture or to obtain and compare prior art 
products, see In re Brown . 459 F.2d 531, 535,173 USPQ 685, 688 (CCPA 1972)- 
In re Best . 562 F.2d 1252, 1255,195 USPQ 430, 433-434 (CCPA 1977. 
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8. No claim is allowed. 

9. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Examiner Lilling 
whose telephone number is 571-272-0918 and Fax Number is (703) 872-9306 
or SPE Michael Wityshyn whose telephone number is 571-272-0926. Examiner 
can be reached Monday-Thursday from about 5:30 A.M. to about 3:00 P.M. Any 
inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 

Information regarding the status of an application may be obtained from 

the Patent Application information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR 

only. For more information about the PAIR system, see 

http://portal.uspto.gov/external/portal/pair. Should you have questions on 

access to the Private PAIR system, contact the Electronic Business Center 

(EBC) at 866-217-9197 (toll-free). 



H.J.Lilling: HJL 
(703) 308-2034 
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Dr. Herbert J. Lilling 
Primary Examiner 
Group 1600 Art Unit 1651 



